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DETAILED ACTION 

Response to Arguments 

Applicant's arguments with respect to claims 1-4, 6-1 1 and 18-24 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 7-10 and 18-20 and 22-23 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ueda et al. (US Patent No. 5,681,260) in view of any of Meron 
etal. (US Patent App. No. 2002/0042562), Takahashi'1 81 (US Patent No. 4,500,181), 
Brown (US Patent No. 6,966,906) and Takahashi'867 et al. (US Patent No. 4,942,867). 

Ueda et al. 

Ueda discloses a guiding apparatus for guiding an insertable body within an 
inspected object. As illustrated in Figure 2, the insertable tip of the device comprises an 
imaging unit (see column 7, line 53 through column 8, line 12) and a functional unit is 
provided in several of the embodiments (see column 23, lines 33-34; it states, "... can 
be applied not only to an endoscope but also to a catheter."). As mentioned further in 
Claim 4, the functional element may encompass a catheter. As illustrated in Figure 
1(a), a controlling apparatus is included in the Ueda device. In one embodiment, an 
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LED is utilized as the illumination device powered by a battery (see column 18, lines 9- 
27 and Figure 27). Information and instruction can be sent wirelessly between the 
device and the controlling apparatus (column 18, lines 27-38). Also, sensors such as 
pH and temperature sensors may be provided (column 18, lines 52-60). Information 
can be passed to and from the device via a transmitter and a receiver (column 18, lines 
18-20). Within the process circuit, there is a memory unit, as described in column 24, 
lines 35-47. 

Ueda in view of Meron 

However, Ueda does not disclose a device wherein the illumination source and 
the image sensor are behind a single optical window. Meron teaches an endoscopic 
device which includes an optical window behind which are positioned illumination 
sources and an imaging device (paragraph 29). Figure 4 of Meron demonstrates an 
embodiment in which the imaging device may be attached to the distal end of a drain 
catheter. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use a single optical window as taught by Meron in the system of 
Ueda to reduce materials and complexity of such a device by requiring the manufacture 
of one window instead of two. 



Ueda in view of Takahashi'181 

However, Ueda does not disclose a device wherein the illumination source and 
the image sensor are behind a single optical window. Takahashi'181 teaches an 
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endoscopic device in which a prism is placed in front of both illumination sources and an 
imaging unit (see Figures 4, 12 and 15-17). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use a single optical window 
as taught by Takahashi'181 in the system of Ueda to reduce materials and complexity 
of such a device by requiring the manufacture of one window instead of two. 

Ueda in view of Brown 

However, Ueda does not disclose a device wherein the illumination source and 
the image sensor are behind a single optical window. Brown teaches a plastic extrusion 
which encloses bundles of very small diameter optical fibers for illumination and viewing 
tissues in vivo (column 5, lines 50-52). Through operation of the device the fibers are 
brought into the field of view of lens 46 at the termination of fiber bundles 39 (column 6, 
lines 1-3). See Figures 5c and 5d. It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to use a single optical window as taught by 
Takahashi'181 in the system of Ueda to reduce materials and complexity of such a 
device by requiring the manufacture of one window instead of two. 

Ueda in view of Takahashi'867 

However, Ueda does not disclose a device wherein the illumination source and 
the image sensor are behind a single optical window. Takahashi'867 teaches a distal 
end of an endoscope which is provided at the distal end of the insert part of the 
endoscope, comprising an illuminating window through which illumination light is 
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emitted, a viewing window disposed side by side with the illuminating window to take a 
light image into an objective optical system, and a single transparent cover continuously 
covering the respective surfaces of the illuminating and viewing windows (see Abstract). 
Also see Figure 5. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use a single optical window as taught by Takahashi'867 
in the system of Ueda so that water or other external matter will not enter the 
endoscope (column 1, lines 15-17). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda et 
al. in view of any of the above references described in the rejection of claims 1-4, 7-10 
and 1 8-20 and 22-23, and further in view of Ishikawa et al. (US Patent No. 6,264,61 1 ). 
The Ueda combinations are described above. However, the wireless transmission is 
not explicitly described as being RF energy. Ishikawa discloses a ball-shaped 
monitoring device for use with an instrument that is insertable into a human body. One 
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application of the ball sensor is to place it at the tip of a guidewire used in interventional 
procedures, such as balloon angioplasty (column 4, lines 45-65). Figure 3 shows a 
balloon catheter system that could utilize the ball sensor. The figure shows a guidewire 
10 at the non-inserted end. The device may be made of silicon or metals (column 15, 
lines 16-30). The ball sensor provides information to a remote processing system via 
RF signals. See Figure 7. Column 18, lines 15-38 discuss various applications of the 
ball sensor, including use with ultrasound and other imaging catheters. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to utilize RF energy as the means to provide a wireless connection as taught by 
Ishikawa as a well known method to those of skill in the art. 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda et 
al. in view of any of the above references described in the rejection of claims 1-4, 7-10 
and 18-20 and 22-23, and further in view of Snoke et al. (US Patent No. 5,846,221). 
The Ueda combinations are described above. However, Ueda does not state that the 
device is disposable. Snoke teaches a steerable catheter having a disposable module 
and sterilizable handle. The module includes an imaging means to be positioned within 
the body of the handle for transmitting images from within the human body (column 18, 
lines 55-63). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to incorporate a disposable insert portion because these 
small or narrow working channels or lumens are difficult to clean and sterilize (column 2, 
lines 15-17). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES KISH whose telephone number is (571)272- 
5554. The examiner can normally be reached on 8:30 - 5:00 ~ Mon. - Fri.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571-272-4956. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Brian L Casler/ 

Supervisory Patent Examiner, Art 
Unit 3737 

JMK 



